Application No. 10/562,905 DocketNo.: 0696-0226PUS1 

Amendment d< - r 28, 2009 

Reply to Office Action of June 26, 2009 

REMARKS 

Upon entry of the instant amendment, claims 1, 4-13, and 18-32 will remain pending in 
the above-identified application and stand ready for further action on the merits. 

In this Amendment, claims 14-17 have been canceled without prejudice or disclaimer of 
the subject matter contained therein. Claims 1, 18, and 29 have been amended. Support for 
amended claims 1 and 18 can be found in page 1, line 13, and page 2, lines 17-18 of the present 
specification. Claim 29 has been amended to further clarify the claimed invention. New claims 
30-32 have been added. Support for new claim 30 can be found, for example, at page 6, line 1 of 
the specification. Support for new claims 31 and 32 can be found at page 6, lines 22-27 of the 
specification. 

Accordingly, the present amendments to the claims do not introduce new matter into the 
application as originally fded. As such entry of the instant amendment and favorable action on 
the merits is earnestly solicited at present. 

Rejection 35 (JSC § 112, 2nd Paragraph Rejection 

At page 2 of the Office Action, the Examiner has rejected claim 29 under 35 U.S.C. § 
112, second paragraph, as being indefinite. The rejection is respectfully traversed. 

In this amendment, claim 29 has been amended to further clarify the claimed invention. 
Thus, upon entry of the current amendment to claim 29, the rejection has been overcome. 

Accordingly, withdr aw of the outstanding rejection is respectfully required at present. 
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Application No. i 0/562,905 Docket No.: 0696-0226PUS 1 

Amendment dated September 28, 2009 
Reply to Office Action of June 26, 2009 

Claim Rejection under 35 U.S.C. § 102 

At page 3 of the Office Action, claims 1-10 and 12-19 1 have been rejected under 35 
U.S.C. § 102(e) as being anticipated by Rohlf US '040 (U.S. 6,489,040). (See paragraph "9." at 
page 3 of the Office Action.) Applicants respectfully traverse and request that the Examiner 
withdraw the rejection. 

Distinctions over Rohlf US '040 

The present inventors have developed improved autoclave packages exhibiting increased 
heat resistance, which is manifested as reduced raw-edge water penetration to the fibre substrate 
at autoclave conditions of 100 to 250 °C (elevated temperature) and under pressure. This is 
accomplished by treating the substrate with a combination of a hydrophobic size, an aluminum 
compound and a wet-strength size, as defined in the present claims. It is noted that in order to 
further clarify the features of the present invention, claims 1 and IS are amended to recite that a 
packaging is treaded in water vapor or that autoclaving is earned out in water vapor, respectfully. 

Rohlf US '040 describes a gypsum wall board covered with sheets of paper,, which may 
contain a neutral size (ASA or AKD), a wet strength polyamide resin and alum (see e.g. column 
3, lines 53-63, and column 6, lines 10-20 of the reference). 

However, Rohlf US '040 fails to disclose or suggest that wall boards are used for making 
a product package. The reference does not give any consideration to a packaging. In short, 
Rohlf '040 fails to disclose or suggest product packages of any sort, much less a package that can 
withstand autoclaving, which is typically performed in elevated temperatures and pressures. 



1 It is noted that in view of the Examiner's comments in the Office Action, claims "12-19" at page 3 of the 
Office Action should be read "12-29." 
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Application No. 10/562,905 Docket No.: 0696-G226PUS 1 

Amendment dated September 28, 2009 
Reply to Office Action of June 26, 2009 

Rohlf US '040 merely teaches use of the paper sheets to encase a wall board, but fails to disclose 
or suggest a product package in general or an autoclave package in particular. 

Regarding Rohlf US '040, the Examiner appears to treat the covered wallboard as a product 
package, and then interprets that the gypsum layer as a "product" and the covering sheets as a 
"package." ff Applicants' understanding is correct, such an interpretation is unreasonable. A package 
is separable from the product contained therein and is only temporarily associated with the product 
(until it is used). As the Examiner should be well aware, the "product" disclosed in Rohlf US '040 
includes the gypsum central layer as well as the layers bonded to both sides of the gypsum layer. Thus, 
the layers bonded to both sides of the gypsum layer become a permanent part of the "product." 

It is noted that the claimed autoclaved product package is supposed to be opened by a 
consumer to retries'e the product from the package. In the wallboard "package" of Rohlf 
US '040, the covering sheets are adhered to the board so as to prevent delamination (see column I, 
lines 21-24 of the reference), so that there is no product that can be separated (or retrieved) from 
the package. Further, heat is merely used for drying the covered board, which is quite deferent 
from autoclaving with heated steam according to the present invention, which resolves the 
problem of wetting of the product. Thus, the Rohlf US '040 reference fails to disclose or suggest 
the claimed invention. 

Further, at paragraph "12," at page 5 of the Official Action ("Response to Arguments"), 
the Examiner alleges that "the applicant is arguing intended use". However, since claim 1 recites 
"an autoclave package containing a product therein," both "a product" and "an autoclave package" 
are elements of the claimed invention, not mere "intended use." Also, claim 18, which is a 
method claim, recites "autoclave treatment" and "autoclaving under pressure at a temperature of 
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Application No. 1 0/562,905 Docket No.: 0696-0226PUS 1 

Amendment dated September 28, 2009 
Reply to Office Action of June 26, 2009 

100 to 250 C for a time of 5 min to 30 h," Thus, these are not mere "intended use" but steps of 
method, which distinguish the present invention from Rohif US '040. 

Finally, the Examiner states "Rohlf discloses that the board is heated under pressure at 
temperatures of about 150-200 degrees for about 45 minutes." (See page 3, lines 2-3 from the 
bottom of the Office Action.) Applicants have reviewed Rohlf US '040 and found no disclosure 
of "heating under pressure" in Rohlf US '040. If Applicants have overlooked such disclosure, 
the Examiner is requested to specifically identify where such disclosure exists. 

Incidentally, an internet dictionary defines the term "package" as follows: 

2. commerce packaging for goods: a container made of cardboard, plastic, 
foil, or other material in which goods are packed for sale, storage, or 
transportation, or a container of this type together with its contents 

Further, that an internet dictionary defines the term "autoclave" as follows: 

1. sterilization equipment: a strong steel vessel that cart be pressurized. 
Use: steam sterilization of objects, pressurized chemical reactions at high 
temperature. 

Also, English dictionary "Webster's II" defines the term "autoclave" as a strong, 
pressurized, steam-heated vessel, as for sterilization. 

Therefore, Rohlf US '040 not only fails to disclose or suggest features of the present 
invention but also is irrelevant art to the claimed invention, which relates to and an autoclave 
package (claim 1) and autoclave treatment (claim 18). Thus, the present invention is not anticipated 
by Rohlf US '040. 
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Based on the foregoing, reconsideration and withdrawal of the rejection are respectfully 
requested. 

Claim Rejections under 35 U.S.C. § 103 

At pages 4-6 of the Office Action, claims 1-19 2 have been rejected under 35 U.S.C. § 
103(a) as being unpatentable over Penttinen US '941 (U.S. 2006/0280941) and further in view of 
Rohlf US '040. Applicants respectfully traverse and request that the Examiner withdraw the 
rejection. 

The Penttinen US '941 Reference 

The Penttinen US '941 reference is an intervening reference. Penttinen US '941 is a 
national stage application of an International application PCT/FI04/00084 (PCX '084) filed on 
February 23, 2004 , and was published as a U.S. publication on Decembe r 14, 2006. The PCT 
'084 application was published in the English language as International Publication No. 
WO2004/074130 (WO ' 130) on September 2, 2004 . On the other hand, the present application 
was filed on April 27, 2004 as an Internationa! application claiming the priorities based on 
Finnish patent applications (i.e., FI 20030988 and Fl 20030987) filed on July 1. 2003. which is 
earlier than the International filing date of Pentti nen US '941. Thus, the Penttinen US '941 
reference is potentially an intervening reference under 35 U.S.C. § 102(e). 

However, 35 U.S.C. § 103 (c) (1) sets forth as follows: 



? It is noted that in view of the Examiner's comments in the Office Action, claims "1-19" at page 4 of the 
Office Action should be read claims "1-29." 
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Amendment dated September 28, 2009 
Reply to Office Action of June 26, 2009 

(c) (1) Subject matter developed by another person, which 
qualifies as prior art only under one or more of subsections (e}, (f), and 
(g) of section 102 of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention were, at the 
time the claimed invention was made, owned by the same person or 
subject to an obligation of assignment to the same person . (Emphases 
added) 

Here, it is believed that Penttinen US '941 and the present application were commonly 
owned or subject to an obligation of assignment at the time the claimed invention was made. 
(Incidentally, in the case of the present application, "STORA ENSO OYJ" is shown as an 
Applicant on each of the front pages of WO '130 (from which Penttinen US '941 was filed) and 
the International publication {i.e., WO 2005/003460) of the present application.) Once this is 
confirmed, a Statement regarding common ownership has been filed herewith. As noted in the 
Statement, the claimed invention and Penttinen US '941 were, at the time the claimed invention 
was made, subject to an obligation of assignment to the same person (i.e., "STORA ENSO 
OYJ") will be filed. 

Accordingly, Applicants respectfully submit that the rejection under 35 USC § 103(a) has 
been overcome, and request that the Examiner withdraw this rejection. 
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Docket No.: 0696-0226PUS i 



CONCLUSION 



Based upon the amendments and remarks presented herein, the Examiner is respectfully 
requested to issue a Notice of Allowance clearly indicating that each of the pending claims is 



Should there be any outstanding matters that need to be resolved in the present 
application, the Examiner is respectfully requested to contact Toyohiko Konno, Reg. No. L0053 
at the telephone number of the undersigned below, to conduct an interview in an effort to 
expedite prosecution in connection with the present application. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future replies 
to charge payment or credit any overpayment to Deposit Account No. 02-2448 for any additional 
fees required under 37.C.F.R. §§1.16 or 1.17; particularly, extension of time fees. 



allowed. 



Dated: September 28, 2009 




Gerald ML Murphy, Jr. 
Registration No.: 28,977 

BIRCH; STEWART, KOLASCH & BIRCH, LLP 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 



Attachment: Copies of Dictionaries (3 pages) 
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Dictionary Thesaurus Translations 





package 



pack-age [ pakij j 

noun {plural pack- ages) 

Definition: 

1. parcel: an object or set of objects 
wrapped, boxed, or lied in a bundle for 
transportation or mailing 

2. commerce packaging for goods: a 

container made of cardboard,, plastic, foil, 
or other materia! in which goods are 
packed for sale, storage, or 
transportation, or a container of this type 
together with its contents 

• a package of chewing gum 

3. different things constituting single 

item: a number of different components 
intended to constitute a single item 

* a good severance package 

» a package of financial measures 

4. piece of general adaptable computer 
software: a piece of computer software 
that can be used for a range of related 
purposes such as word processing or 
financial analysis 
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autoclave 



S2> 



au-to-ciave [ avvte klayv, awta kiayv j 
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noun (p/ura/ au-to-c.U)Vi:?,) 

Definition: 

1. sterilization equipment: a strong steel 
vessel that can be pressurized. Use: 
steam sterilization of objects, pressurized 
chemical reactions at high temperature. 

2. steamer for concrete: an apparatus 
with which newly cast concrete is cured by- 
steam under pressure 



transitive verb {past and past participle 
au-to-cfaved, present participle au-to-ciav-ih- 
3rd person present nnffuiar ^ > v • k ) 
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place something in autoclave: to use an 

autoclave to steam something 

[Late 19th century . < French < Greek 
autos "self 1 + Latin daws "nail" or da vis 
"key"; because self-fastening] 



Also on MSN 



•s You Gat Stuck 



k> these 'Duty 3oos : < 
rips & tools for teck 



http://encarta.msn.com/dictionaty_/airtoclaveJitrnl 



9/28/2009 



austerity • autoerotism 



ggzt or ornamentation :shnple or plain: —austerely adv. — aus- 

^^eri-ty (d-stefa-te} a., pi. -ties. 1, The quality of being aus- 
tere 2. Severe and rigid economy. 3. An austere habit or practice. 
att ^tral <6s'tral) adj. [< ME ouster, south wind < Lat.] Of, relating 

w or coming from the south. 

*^8-tra*Jiaii (6-straTyan) n. 1. A native oi resident of the Corn- 
ilth of Australia 2. An aborigine of Australia. 3. Any of the 
i > » -engines — ad) 1. Of or relating to 
Australia, its inhabitants, or their languages or cultures. JLEcol. Of 
or designating the zoogeographic region that includes Australia and 

• ds adjacent to it, including New Guinea. ' 
Australian ballot n. A printed ballot bearing the names of all 
candidates and the texts of propositions or referendums that is dis- 
tributed to the voter at. the polls and marked in secret 
Australian crawl n. A variation of the. crawl that is executed 
'with a flutter kick to eachstroke. 

Australian terrier n. A smai! dog orig. bred in Australia, with a 
coarse blackis - th it 




AuS'tra-loid <&s'tra-loid') adj. [Australian) + -oro.J Of or re- 
lating to an ethnic group that includes the Australian aborigines. 
-Aus'tra-ioid' ri. 

aus'tra-lo'pitli-e'clne (6-stra'l6-pVth1-sin') n. [< NLat. Aastni- 
iopithecui : Ui. austtalis. southern -b pithecus, ape < Gk. 

\n> of several extinct humanlike primates of the genera 
r ; theeus PaiuiWzevus or ZTt/anthropus, known chiefly 
, , . s> ' * and in southern and eastern Af- 

rica, —ad/. Of, relating to, or typical of the australopithecines. 
Austro- 1 pref. [< Lat. ouster, south.] Southern <Au.strc-Asiatie> 
Austro-* pre/ Austria : Austrian < ian> 
AuS'tro-A'si-at-ic (6s'tr6-5'zhe-at';k ) n. A family of languages of 
southeastern Asia once dominant in northeastern India and Indo- 
china. — Aus'troA'si-at'ic adj. 

Aus-tro*ne'8iaxi (os'tro-ne'zhan, -shan) adi. Of or relating to Aus- 
fror.esia, its peoples, or their, languages, —a A family of languages 
spoken in Austronesia that includes the Indonesian, Melanesian, Mi- 

i and Polynesian subfamilies 
au'U-coid ato au'to-coid (6'ta-koid') n. [AUT(G)- + Gk. akas, 
cure + -orxs.] An organic substance, as a hormone, formed in an 
organ and secreted into the blood, lymph, or sap, from which it acts 
on other parts of the organism. — au'to-coid'al (-koid'l) adj. 
au-tarchy (6'tar'ke) a, pi -chics- [Gk. autatkbia < autarkhos, 
self-governing : antes, self + arkhos. ruler.] JL a. Complete control 
or power : AUTOCRACY, b. A country under autarchic rule. 2. Au- 
tarky. — au'tai'chic, au>t*r'cl»i*cal adj. 

au-taHky {d'taAg} n., pi -kiea. [Gk. autarkeia, self-sufficiency < 
autatk&, seif-sufficient : autos, self + arkein, to suffice.] 1. A aa- 
iortai poiii ^*>t < and aonreliaace on imports - 

aoraic aid. 2. A self-sufficient country or region. — - 
au-tar'kltaS adj. 

au-te-col-o-gy (6'tt-kdl'a-je) n. The ecology of a species or of indi- 
vidual organisms in relation to the environment. — au'te-co-log'i- 
cal adj. 

awthecrtic (d-then'tik) adj. [ME autentik < OFr. autentique < 
Llat. amhentious < Gk. authentikos < anthentis. author.] 
t a. Conforming to fact and therefore worthy of trust, reliance, or 
belief, b. Having an undisputed origin : genuine. 2. Law, Executed 
with due process of law. 3.Mus. a. Designating a medieval mode 
having a range from its final tone, to the octave above it. D. Designat- 
ing a cadence with the dominant chord immediately preceding the 
tonic chord. 4. Obs. Authoritative. — au-them'ti-caMy adv. — au'- 
th*n*ic'i«ty (6'then-ris'a-te} n. 

su-then-trcate (6-then'ta-kat') vt. -cafed, -cat-in^, -cates. To 
establish or prove as authentic. =a»«thers ti-ca'tioc a. — an- 
taea'ti«ca'tor tl 

au-tbor (6'thar) n. [MEauthour < OFr. autor < Lat. auctor, creator 
< aug^re, to create.] 1. a. The original writer of a literary work, 
b. One who writes as a profession. 2. a. An originator or creator. 



b. Author. GOD ia. — -vt. -tfeosred, -that-ing, -thots. 1. To be the 
author of : write. Z. To originate : create, 

au'thor-rtar-i-aa {a-thfirTtaVe-an, 3-thor'-, 6-) adj. Marked by or 
advocating absolute obedience to authority, — au-thor'i-tar'i-an a. 
— au-tb.or'i-tar'i-an-isiii n. 

au*thor-i-ta«tive (a-dior'i-ta'tiv, a-thCY-, 6-} adj. 1. Having or aris- 
ing from proper authority : OFFICIAL. 2. Exercising authority : COM- 
MANDING. — au-thor'l-ta'tive-ly adv. — au-thor'i-ta tive-ness a. 

au-thor-i-ty (a-th6r'i-te, a-th6r'-, S-} a., pi. -ties. [ME aatority < 
OFr. avtoiite < Lat. auctoritas < aactoi, creator.] 1. a. The right and 
powet to command, enforce laws, exact obedience, determine, or 
judge. b.A person or group invested with this right and power. 
C. The officials of a political unit having such right and power : 
GOVERNM&N- 2. Freedom or ight gi d her : 

TION. 3. A pu! u i d trative powers 

in 3 specified field <a maritime fluthority> 4. a. An accepted 
source of expert information or advice. b.A quotation or citation 
from such a source. S. An expert in a given field. 6, Power to influ- 
ence or persuade resulting from kno g p ience '/could 
speak with aut.bori£y> 7. Grounds for a course of action. 8. An au- 
thoritative staren i io is a precedent 

au-thor-i-za-tion (o'thor-T-za'shan) n. L The act of authorizing. 
1. Something t » < r s:san< 

aii-thor-ixe (<Vtha-nz / ) vt. -iased, -iz-ing, -iz«e». [ME autarisen < 
OFr. amarisei < Med. Lat. auctoriaae < Lat. auctor, author ] 1. To 
give authority or power to. 2. To appi 1 1 

be sufficient grounds for: JUSTIFY. ~ati'th.or4i!'er n. 

Authorized Version n. The King jairies Bible. 

au*thor*ship (6'thsr-sh'ip'} n. 1. The profession or occupation of 
writing. 2. An origin or source. 

au-tism (6'tlz'am) n. 1. Acceptance f fa sy rathe -r ji 
abnormal <,ubitctivity 2. A form o i phrenia marked 

r - ia Hs 5. 

au*to (6't5) [Short for automobile.] Informal, — n„ pi -toss. An 
automobile. — vi. -toed, -to-ijog, -toa. To go by automobile. 

auto- pref. [Gk. < autos, self.] 1. Self: same <autogamy> 1 Auto- 
matic <autopilot> 

au-to-ari'ti'bod'y {6 t< a> > pi -»es. An antibody be- 

r , c ' I t i vv ' * 

au-to*bahri ' ' Han') n. [G. : auto, automobile 4- Baba, road.] 

I jy tn Germa 

awto*bi*og«ra-phy <c> 1 >t n pi -phie*. 

The biography of a ncr^ m it 1 r Ji — a«'to-bi- 

og-ra-pher ». —au'to'bi'o-sraph'ie (-bi'a-graf'tk), au'to>M'o> 

graph'i-cal adj. — au to-bi o graph'i'caMy adv. 
au-to*bu8 (6't6-bfis') n„ pi «bus«es or -bus'ses. BUS i. 
au-to-ca^tal-ysis (6'to-ka-tai'i-sis) n„ pi -ses (-s6z'). Catalysis of 

a chemical reaction by one of the products of the reaction. — au to- 

cat'a-lyt'ic adj. 

au'toeb'tbon (6-t6k'than) a, pi -thoaa or -tho-aea f-tha-ngz') 
[Gk. flutdkhthoa : autos, seb' + khtftda, earth.] 1. The first known 
or aboriginal inhabitant of 3 particular place. 2. Bcol. An indigenous 
animal or plant. 

au'toch-thonous (o-tok'tha-nas) also au'toch'tho«3aal 
{-nal) or au-toch-thon-ic (-thon'ik) adj. Native to a certain 
place : INDIGENOUS. — a«-tocb.'tbo»-ifi«i, au-tocix'tlio-iiy H. 



au^to-clave (6'to-kiaV) a. [ft. : auto-, auto- f Lat. cla-As, key.] A 
strong, pressurized, steam-hea id vessel . for sk ilization. • 

au'to-coid (6'ta-koid') a vai. of autacoid. 

au-tocra'cy (ft-tok'ra-se) n., pi. -cies. 1. Government by an indi- 
vidual having unlimited power : despotism 2. A country or state 
governed by autocracy. 

au'to'crat (o'ta-kraf) n. [Fr autocrate < Gk. autokratSa, n-lingby 
oneself : auto-, self + kratos. authority.] I. A ruler having absolute 
or unlimited power t DESPOT. 2. A person with unrestricted power or 
authority. — an to-crat'ic, au'to-crat'i-cxl adj. — au to-erat'i- 
caMy adv. 

„m to . r>> s r6s') a. A coiripct tion for automobiles 

that tests driving skill and speed. 

au-to-da-fe (ou't6-da-f5', 6'tf>) n,, pi. awtos-da-fe (ou'tOz-, 6'- 
toz-) [Port, auto .i 1 - ' ' lblic mnouncement 

of the sentences imposed on persons tried by die inquisition 3nd the 
publi u of these ice 1 u ular authorities. 2. The 
burning of heretics at the stake. 

au'to*di*dact {6'to-di'dakti) n , [< Gk. autotJitlaktos, self-taught : 
dates, self + didaktos, taught, —-see DIDACTIC] A self-taught per- 
son. — au'to-di-das'tic adj. 

au-tO'dyne (o'ta-din') n. A heterodyne in which one tube serves 
simultaneously as oscillator and detector. — au'to-dyme' adj. 

au'toe-cious (6-t6'shas) adj. [auto- + Gk. cikos, house.] Biol. 
Having all stages of a life cycle occur on the same host, —ati toe'- 

au-to-ero-tism (6'to-e.r'3-tiz'am) also au'to'e-rot-i-cism 



